Remarks: 

Applicant hereby affirms the election of invention I, claims 1-8. Claims 9-13, directed to 
invention II, are canceled. 

Claims 7 and 8 were rejected under 35 U.S.C. §112, second paragraph, based on the 
allegation that "acrylic," "vinyl chloride," "vinyl acetate" and "styrene butadiene styrene" are not 
resins or polymers. Applicant respectfully disagrees with this allegation. The terms cited by the 
Examiner are in conformity with convention of refering to such compositions without stating 
explicitly that they are polymers. In other words, "polyacrylics," "polyvinyl chloride)," "polyvinyl 
acetate), and "poly(styrene butadiene styrene)" are commonly refered to in industry as simply 
"acrylics," "vinyl chloride," "vinyl acetate" and "styrene butadiene styrene (or SBS)." The fact 
that they are polymers is implied. This is particularly so where, as here in the specification and 
claims, the compositions are explicitly refered to as polymers or resins. Nevertheless, in an 
effort to be extra-clear on the matter, claims 7 and 8 have been amended to identify the 
compositions as resins. Accordingly, withdrawal of the rejections of claims 7 and 8 under 35 
U.S.C. §112, second paragraph is respectfully requested. 

Claim 2 has been rejected under 35 U.S.C. §112, second paragraph, based on the 
allegation that "claims 2 recies the broad recitation 'rubber particles', and the claim also recites 
'waste rubber buffings and ground tires' which is the narrower statement of the range/limitation." 
This allegation is not understood. The point of a dependent claim and of a restrictive clause is 
to be narrower than the claim from which the dependent claim depends and the object of what 
the restrictive clause restricts. Nevertheless, it is believed that the amendment to claim 2 
should obvious whatever concern the Examiner has with the claim. Accordingly, withdrawal of 
the rejections of claim 2 under 35 U.S.C. §112, second paragraph is respectfully requested. 

Claims 1-7 have been rejected under the judicially created doctrine of obviousness-type 
double patenting in view of U.S. patent 5,910,514 and claim 8 has been rejected under the 
same doctrine in view of that patent in view of the Byrne patent. A terminal disclaimer is 
enlcosed. It is believed that the terminal disclaimer obviates those rejections and so their 
withdrawal is respectfully requested. 

Favorable reconsideration is requested of the rejection of claims 1-6 as obvious over the 
Byrne patent. There is no disclosure or suggestion of the particles called for in claims 1-6. The 
Byrne patent discloses a pad. In fact, the object of the Byrne patent is to provide a pad. The 
claims are directed to pads. The specification is directed to pads. Even the title is directed to 
pads. Byrne even goes to great lengths, even incorporating a binder, to form a pad as opposed 
to particles. The Patent and Trademark Office, however, cannot use a prior art teaching in such 





a way that the prior art invention "would be rendered inoperable for its intended purpose." In re 
Gordon, 221 USPQ 1125, 1127 (Fed. Cir. 1984). To arrive at the present claimed invention 
from the Byrne patent, the ordinarily skilled artisan would have to produce particles instead of a 
pad -even going so far as eliminating the binder taught by Byrne — in contradition of Byrne's 
teachings. Because this would destroy the intended purposed of the Byrne invention, the 
rejection is improper. Accordingly, withdrawal of the rejection of claims 1-6 is respectfully 
requested. 

In view of the foregoing, it is believed that the application is now in condition for 
allowance and favorable reconsideration and early allowance of claims 1-8 are earnestly 



solicited. 



Respectfully submitted, 




Kenneth Solomon, Reg. No. 31,427 
Daniel S. Kasten, Reg. No. 45,363 
Thompson Coburn LLP 
One US Bank Plaza 
St. Louis, Missouri 63101 
Telephone: 314-552-6000 
Facsimile: 314-552-7000 
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Marked-Up Claims 
Serial No. 09/874,178 

1. A synthetic mulch material sized, shaped, and colored to imitate a natural mulch, 
wherein said synthetic mulch i s compr i sed of comprises : 

(a) a plurality of rubber particles, with the rubber selected from the group consisting of 
natural polymers and synthetic high polymers, with said rubber particles having an outer surface 
designed and dimensioned to look like natural mulch selected from the group consisting of pea 
gravel, wood chips, and tree bark, and a length ranging between 1/16 inch and about 8 inches, 
and a width ranging between about 1/16 inches and about 2 inches; and; 

(b) a coating added in an amount equal to between about 2% and about 20% by volume 
of said rubber particles, and with said coating covering said rubber particles, thereby forming 
said synthetic mulch. 

2. The synthetic mulch of Claim 1 wherein said rubber p a rt i c le s ar e pr e f e r a b le j s 
selected from the group consisting of waste rubber buffings and ground tires. 

7. The synthetic mulch of Claim 4 wherein said water-based resin is selected from 
the resin binder group consisting of acrylic resins , vinylchloride resins , polyurethane, styrene 
butadiene styrene resins , polyvinyldiene chloride, neoprene, and combinations thereof. 

8. The synthetic mulch of Claim 4 wherein said solvent-based resin selected from 
the resin binder group consisting of polyurethane, hypalon, neoprene, chlorinated polyethylene, 
vinylchloride resins , vinyl acetate resins , chlorinated rubber, and combinations thereof. 

& A m e thod for form i ng a synth e t i c mu l oh s i z e d, shap e d and co l or e d to i m i tat e a 

natural mu l ch, with said m e thod for form i ng sa i d synth e t i c mulch i nc l ud i ng th e fo ll owing st e ps: 

(a) shr e dd i ng an a mount of rubb e r to form a p l ura li ty of rubb e r part i c le s r a n i ng i n 

s i z e b e tw ee n about a quart e r i nch and about four i nch e s; 

(b) adding an amount of coat i ng to sa i d shr e dd e d rubb e r part i cl e s, so as to co l or 

sa i d part i c le s to look li k e natura l mulch; and, 




(e) tumb li ng sa i d coat i ng and said rubb e r part i cl e s to form said co l or e d synth e tic 

mu l ch 

Th e m e thod for form i ng th e synth e tic mulch of C l a i m 9 wh e roin sa i d coat i ng i s 

compr i s e d of pigm e nt and r e sin. 

14, Th e m e thod for forming th e synth e t i c mu l ch of C l aim 10 wher ei n sa i d r e sin i s 

s ele ct e d from th e group consist i ng of so l v e nt and wat e r bas e d res i n. 

VZ-. Th e m e thod for forming th e synthetic mulch of Cla i m 1 1 wh e r e in sa i d w a ter - 
bas e d resin i s s ele ct e d from th e r e s i n bind e r group cons i sting of acry l ic, v i nylch l or i d e , 
polyur e than e , styr e n e butadi e n e styr e n e , po l yviny l d ie n e ch l orid e , n e opr e n e n, and combinat i ons 
th e r e of. 

Th e m e thod for forming th e synth e t i c mu l ch of Cla i m 1 1 wh e r ei n sa i d so l v e nt - 
bas e d r e s i n i6 s ele cted from th e r e s i n b i nd e r group consisting of polyur e than e , hypa l on, 
n e opr e n e , ch l orinat e d po l y e thyl e n e , viny l chlor i d e , v i nyl ac e tat e , ch l or i nat e d rubb e r, and 
combinat i ons th e r e of. 
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CLAIMS 

1. A synthetic mulch material sized, shaped, and colored to imitate a natural mulch, 
wherein said synthetic mulch comprises: 

(a) a plurality of rubber particles, with the rubber selected from the group consisting 
of natural polymers and synthetic high polymers, with said rubber particles having an outer 
surface designed and dimensioned to look like natural mulch selected from the group consisting 
of pea gravel, wood chips, and tree bark, and a length ranging between 1/16 inch and about 8 
inches, and a width ranging between about 1/16 inches and about 2 inches; and; 

(b) a coating added in an amount equal to between about 2% and about 20% by 
volume of said rubber particles, and with said coating covering said rubber particles, thereby 
forming said synthetic mulch. 

2. The synthetic mulch of Claim 1 wherein said rubber is selected from the group 
consisting of waste rubber buffings and ground tires. 

3. The synthetic mulch of Claim 1 wherein said coating is comprises a pigment and 

resin. 

4. The synthetic mulch of Claim 3 wherein said resin is selected from the group 
consisting of solvent and water-based resins. 

5. The synthetic mulch of Claim 1 wherein said coating is added in an amount equal 
to between bout 3% and about 10% by volume of said rubber particles. 

6. The synthetic mulch of Claim 1 wherein said coating is added in an amount equal 
to between about 2/5% and about 5% by volume of said rubber particles. 

7. The synthetic mulch of Claim 4 wherein said water-based resin is selected from 
the resin binder group consisting of acrylic resins, vinylchloride resins, polyurethane, styrene 
butadiene styrene resins, polyvinyldiene chloride, neoprene, and combinations thereof. 
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8. The synthetic mulch of Claim 4 wherein said solvent-based resin selected from 
the resin binder group consisting of polyurethane, hypalon, neoprene, chlorinated polyethylene, 
vinylchloride resins, vinyl acetate resins, chlorinated rubber, and combinations thereof. 



45 



